and is not a part" 



BEST 



• .OP Borro.o.s,oBS 

, TEXT CUT OFF 
, FADED TEXT 
. ILLEGIBLE TEXT 



SCALE DOCUMB^^^^ 



"-"wS*"'*'"'"' 




^ United States Patent and TkAOEMARK Oftice 



UNITED STATES DEPARTMENT OF COMMERCE 
United States Patent and Trademark Office 
Ad<Jr*a: COMMISSIONER FOR PATENTS 
P.O. Box H50 

Alexandda, \^isiiiia 22313-1430 

WWW.UlptO.gDV 



APPLICATION NO. 



FILING DATE 



FIRST NAMED INVENTOR 



ATTORNEY DOCKET NO. 



CONRRMATION NO. 
8752 



09/937,999 



09/27/2001 



Horst Bemeth 



MO-6633/LEA 33,661 



157 7590 07/08/2003 

BAYER POLYMERS LLC 
100 BAYER ROAD 
PITTSBURGH, PA 15205 



ANGEBRANNDT, MARTIN J 



ART UNIT 



PAPER NUMBER 



1756 

DATE MAILED: 07/08/2003 



Please find below and/or attached an Office communication concerning this application or proceeding. 



PTO-90C (Rev. 07-01) 



Office Action Summary 



Application No. 

09/937,999 


Applicant(s) ' 

DbKiNt 1 n b 1 AL. 
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Period for Reply 

A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTH(S) FROM 
THE MAILING DATE OF THIS COMMUNICATION. 

- Extensions of time may be available under the provisions of 37 CFR 1 .136(a). In no event, however, may a reply be timely filed 
after SIX (6) MONTHS from the mailing date of this communication. ^ , 

- If the period for reply specified above is less than thirty (30) days, a reply within the statutory minimum of thirty (30) days will be considered timely. 

- If NO period for reply is specified above, the maximum statutory period will apply and will expire SIX (6) MONTHS from the mailing date of this communication. 

- Failure to reply within the set or extended period for reply will, by statute, cause the application to become ABANDONED (35 U.S.C. § 133). 

- Any reply received by the Office later than three months after the mailing date of this communication, even if timely filed, may reduce any 
earned patent term adjustment. See 37 CFR 1.704(b). 

Status 

1 )|3 Responsive to comnnunicatlon(s) filed on 27 September 2001 . 
2a)n This action is FINAL. 2b)l3 This action is non-final. 

3) n Since this application is in condition for allowance except for formal matters, prosecution as to the merits is 
closed in accordance with the practice under Ex parte Quayle, 1935 CD. 11 , 453 O.G. 213. 

Disposition of Claims 

4) 13 Claim(s) 1-14 is/are pending in the application. 

4a) Of the above claim(s) is/are withdrawn from consideration. 

5) n Claim(s) is/are allowed. 

6) 13 Claim(s) 1-14 is/are reiected. 
?)□ Claim(s) is/are objected to. 

8) 0 Claim(s) are subject to restriction and/or election requirement. 

Application Papers 

9) 0 The specification is objected to by the Examiner. 

10)0 The drawing(s) filed on is/are: a)\3 accepted or b)0 objected to by the Examiner. 

Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1 .85(a). 
1 !)□ The proposed drawing correction filed on is: a)^ approved b)^ disapproved by the Examiner. 

If approved, corrected drawings are required in reply to this Office action. 

12) n The oath or declaration is objected to by the Examiner. 
Priority under 35 U.S.C. §§119 and 120 

13) 13 Acknowledgment is made of a claim for foreign priority under 35 U.S.C. § 119(a)-(d) or (f). 

a)l3AII b)n Some*c)n None of: 

1 .n Certified copies of the priority documents have been received. 

2.n Certified copies of the priority documents have been received in Application No. . 

3.13 Copies of the certified copies of the priority documents have been received in this National Stage 
application from the International Bureau (PCT Rule 17.2(a)). 
* See the attached detailed Office action for a list of the certified copies not received. 

14) 0 Acknowledgment is made of a claim for domestic priority under 35 U.S.C. § 1 19(e) (to a provisional application). 

a) □ The translation of the foreign language provisional application has been received. 

15) n Acknowledgment is made of a claim for domestic priority under 35 U.S.C. §§ 120 and/or 121 . 
Attachment(s) 

1 ) 13 Notice of References Cited (PTO-892) 4) □ Interview Summary (PTO-41 3) Paper No(s). . 

2) □ Notice of Draftsperson's Patent Drawing Review (PTO-948) 5) □ Notice of Infomnal Patent Application (PTO-1 52) 

3) S Infomiation Disclosure Statement(s) (PTO-1449) Paper No(s) 4. 6) □ Other: 
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1 . The following is a quotation of the second paragraph of 35 U.S.C. 112: 

The specification shall conclude with one or more claims particularly pointing out and distinctly claiming the 
subject matter which the applicant regards as his invention. 



2. Claim 12 is rejected under 35 U.S.C. 1 12, second paragraph, as being indefinite for 
failing to particularly point out and distinctly claim the subject matter which applicant regards as 
the invention. 

It seems that claims 12 is trying to embrace articles, which are coated on a substrate as 
well. These are actually supported. 

In claim 9, the cyano moiety, should have a bend in it to show that there is a carbon atom, 
which is not part of the ring, triple bonded to the nitrogen 

3. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that form the 
basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public use or on 
sale in this country, more than one year prior to the date of application for patent in the United States. 

(e) the invention was described in (1) an application for patent, published under section 122(b), by another filed 
in the United States before the invention by the applicant for patent or (2) a patent granted on an application for 
patent by another filed in the United States before the invention by the apphcant for patent, except that an 
international application filed under the treaty defined in section 351(a) shall have the effects for purposes of this 
subsection of an application filed in the United States only if the international application designated the United 
States and was published under Article 21(2) of such treaty in the English language. 

4. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 
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5. Claims 1-6 and 1 1-14 are rejected under 35 U.S.C. 102(b) as being fully anticipated by 
Savant etal. '221, 

Examples V describes the azo dyes bound to a polyethylene vinyl alcohol backbone and 
coated to a thickness of 10 microns. Examples XIII to XX describe thicknesses of 10 to 150 
microns (0.1 to 0.15 mm) with dye loading concentrations of 10% as the best (23/53-55). The 
storage of multiple holograms in the same spot by controlling the angle between the incident 
(object) and reference beams is disclosed. (25/46-57 and 7/1 1-15). Suitable polymers are 
disclosed in columns 8-10. Useful azo dyes are disclosed in columns 9-17. The formation of 
thicknesses of 10-1000 microns by spin coating is disclosed. (18/51-66). The lowest layer in 
figure 3 is a reflective layer. 

6. Claims 1-8,1 1,12 and 14 are rejected under 35 U.S.C. 102(b) as being fully anticipated by 
Haareret al. DE 4431823. 

See example, which copolymerizes the two monomers on page 6 and coats them to a 
thickness of 34 microns. A hologram ("holographische gitter", holographic grating) was formed. 
The second monomer is considered to contain a shape anisotropic grouping. 

7. Claims 1-12 and 14 are rejected under 35 U.S.C. 102(b) as being fully anticipated by 
Stumpe et al. DE 4339862. 

See polymers of formulae IV - VI on page 12. Note that the polymer of formula IV uses 
an azo monomer corresponding to that shown on page 13 at line 5 of the instant specification. 
Examples 13 and 14 coat these in 15 microns thick fihns (14/1-13). 

8. Claims 1-12 and 14 are rejected under 35 U.S.C. 102(b) as being fully anticipated by 
Bemeth et al. DE 19703132. 
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See copolymers on pages 10-15. These are evaluated on the basis of their absorption 
maxima when coated 0.9 microns thick on a glass substrate and written upon using an argon ion 
laser at a laser power of 250 mW (9/5-9). See dye monomer on 10/55 (similar to that at 12/10 of 
instant specification), dye monomer at 1 1/35 (similar to that at 12/15 of instant specification), 
dye monomer at 12/10 (similar to that at 1 1/8 of instant specification), dye monomer at 13/30 
(similar to that at 12/20 of instant specification), dye monomer at 15/15 (similar to that at 13/7 of 
instant specification) 

9. Claims 1-12 and 14 are rejected under 35 U.S.C. 102(b) as being fully anticipated by 
Bemethetal. WO 98/51721. 

See copolymers on pages 19-31. These are evaluated when coated 0.9 microns thick on a 
glass substrate and written upon using an argon ion laser at a laser power of 250 mW (27/9-19). 
See dye monomer on 21/1 (similar to that at 12/17 of instant specification), dye monomer at 
24/17 (similar to that at 1 1/15 of instant specification), dye monomer at 29/5 (similar to that at 
12/17 of instant specification), dye monomer at 30/7 (similar to that at 12/17 of instant 
specification). 

10. Claims 1-8,1 1 and 12 are rejected under 35 U.S.C. 102(b) as being fully anticipated by 
Eich et al, "Erasable holograms in polymeric hquid crystals", Makromol. Chem., Rapid 
Commun., Vol 8, pp. 467-471 (1987). 

See the copolymers formed on page 468 and used in the optical cell having a spacing of 
10 microns between the plates. See the similarity between the azo monomer and the monomer on 
page 13 at hne 7. The recording of holographic images is disclosed, (page 470) 
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11. Claims 1-8,1 1 and 12 are rejected under 35 U.S.C. 102(b) as being fully anticipated by 
Ringsdorf et al., "Electrooptical effects of azo dyes containing liquid crystalline copolymers", 
Makromol. Chem, Vol 185, pp. 1326-1335 (1984). 

See the copolymers formed on page 1329 and used in the optical cell having a spacing of 
12 microns between the plates (page 1331, table text) See the similarity between the azo 
monomer and the monomer on page 13 at line 7. 

12. Claims 1-8,1 1,12 and 14 are rejected under 35 U.S.C. 102(b) as being folly anticipated by 
Hvilstead et al. '670. 

See example 3, which includes recording a hologram. 

13. Claims 1-12 and 14 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Bieringer et al. '846. 

See azo monomers disclosed in columns 4-6. See the liquid crystalline monomers, which 
exhibit shape anisotropy in columns 6-7 . See also general formulae I and 11. The recording of 
holograms is disclosed. (9/37-41). The formation of films of thicknesses of 0.1 and 1 mm is 
disclosed. (21-23). The use of copolymers is shown in polymers 4, 6-8, and 10-12 using azo 
monomer 7. The use of spin coating techniques is disclosed as is the use of self supporting films. 
(9/10-20 and 11/13-20) 

It would have been obvious to one skilled in the art to modify copolymers 4, 6-8, and 10- 
12 using azo monomer 7 by using other azo monomers, such as those disclosed in columns 5 or 6 
with a reasonable expectation of achieving a usefol holographic recording medium based upon 
the disclosure of equivalence and fiirther to coat the resulting polymer to a thickness of more 
than 0.1 mm based upon the disclosure to do so. 
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14. Claims 1-14 are rejected under 35 U.S.C. 103(a) as being unpatentable over either 
Bieringer et al. '846, Hvilstead et al. '670, Ringsdorf et al., "Electrooptical effects of azo dyes 
containing liquid crystalline copolymers", Makromol. Chem., Vol 185, pp. 1326-1335 (1984), 
Eich et al, "Erasable holograms in polymeric liquid crystals", Makromol. Chem., Rapid 
Commun., Vol 8, pp. 467-471 (1987), Bemeth et al. WO 98/51721, Haarer et al. DE 4431823, 
or Stumpe et al DE 4339862, in view of Savant et al. '221. 

It would have been obvious to one skilled in the art to modify the examples of either 
Bieringer et al. '846, Hvilstead et al. '670, Ringsdorf et al., "Electrooptical effects of azo dyes 
containing liquid crystalline copolymers", Makromol. Chem., Vol 185, pp. 1326-1335 (1984), 
Eich et al., "Erasable holograms in polymeric liquid crystals", Makromol. Chem., Rapid 
Commun., Vol 8, pp. 467-471 (1987), Bemeth et al. WO 98/51721, Haarer et al. DE 4431823, 
or Stumpe et al. DE 4339862 by adding a reflective film as taught by Savant et al. '221 to allow 
the reading of data by reflection as shown in figure 3. 

15. A rejection based on double patenting of the "same invention" type finds its support in 
the language of 35 U.S.C. 101 which states that "whoever invents or discovers any new and 
useful process ... may obtain a patent therefor ..." (Emphasis added). Thus, the term "same 
invention," in this context, means an invention drawn to identical subject matter. See Miller v. 
Eagle Mfg, Ca, 151 U.S. 186 (1894); In re Ockert, 245 F.2d 467, 1 14 USPQ 330 (CCPA 1957); 
and/w re Vogel, 422 F.2d 438, 164 USPQ 619 (CCPA 1970). 

A statutory type (35 U.S.C. 101) double patenting rejection can be overcome by 
canceling or amending the conflicting claims so they are no longer coextensive in scope. The 
filing of a terminal disclaimer cannot overcome a double patenting rejection based upon 35 
U.S.C. 101. 

16. Claim 1-12 and 14 are provisionally rejected under the judicially created doctrine of 
obviousness-type double patenting as being unpatentable over claims 1-17 of copending 
Application No. 09/9361 14. Although the conflicting claims are not identical, they are not 
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patentably distinct from each other because the claims seeks coverage for the same media and 
specifically embrace the same monomeric azo materials through active recitation. 

This is a provisional obviousness-type double patenting rejection because the conflicting 
claims have not in fact been patented. 

17. Claim 1-12 and 14 are provisionally rejected under the judicially created doctrine of 
obviousness-type double patenting as being unpatentable over claims 1-15 and 20-21 of 
copending Application No. 09/936122. Although the conflicting claims are not identical, they 
are not patentably distinct from each other because the claims seeks coverage for the same media 
and specifically embrace the same monomeric azo materials through active recitation. 

This is a provisional obviousness-type double patenting rejection because the conflicting 
claims have not in fact been patented. 

18. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Martin J Angebranndt whose telephone number is 703-308-4397. 
The examiner can normally be reached on Mondays-Thursday and alternate Fridays. 

If attempts to reach the examiner by telephone are unsuccessftil, the examiner's 
supervisor, Mark Huff can be reached on 703-308-2464. The fax phone numbers for the 
organization where this application or proceeding is assigned are 703-872-9310 for regular 
communications and 703-872-931 1 for After Final communications. 

Any inquiry of a general nature or relating to the status of this application or proceeding 
should be directed to the receptionist whose telephone number is 703-308-0661 . 
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